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This Reply Dricf is filed in response to the Examiner's Answer mailed May 3, 2006. 



AppJieaiit: Robej-t Thomas Hudak 
Serial No: 09/915,494 
Filinj^Datc: July 25. 2001 



Art Unit: 
Examiner: 
Conf. No.: 
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REPLY BRIEF 



Dear Sir: 



rr.RTir!rATr.rjFTKAN.SMI5SION l.tY I'ACSIMILH 



I hereby ccrufy ibat this correspond Cf ice is hcinf: iransmiilcil by 
iiicstniile lo ihc t»olcni nnd Trademark Ofiicc on the date uulicfliwi 
below. 




May \ \,2im 



PA(£ 2n ' RCVD AT 5111/2006 7:04:59 PM [Eastern DayOghtTim^ 



05/11/200B 16:04 FAX 1 858 678 5088 FISH AND RICHARDSON @1003/ 

Applicant ; Kobert Thomcis Hucbk Aaorncy's Dockol No,: 1 7072-00200 1 / 0371 

Serial No. : OO/^H 5,494 
Filed : July 25, 2001 
P;ii:c : 2 of 7 

Index of Authorities 

Glaxo, inc, \\ Novoptmrnh LuL, 1 10 F.2d 1562; 

42 USPQ2c1 1449 (Fed. Cir. 2002) 5 

Oak Tvchnolo^K Inc. v. U.S. hit 7 Trade Comm >?, 248 F.3d 1316: 

58 USPQ2d 1545 (Fed, Cir. 2001 ) 5 

Pennwult Carp. v. Duraml-Waylaml hic. 833 F.2d 931; 

4USPQ2d 1737 (Fed. Cir. 1987) (in banc) 5 

TechSearcfi LLC. v. Intel Corp., 286 F,3d 1360; 

62 USPQ2d 1449 (Fed. Cir. 2002) 5 

Warrier-Jenkinson Co., Inc. v. Hihon Davis Chemical Co,, 520 U,S. 17; 
41 USPQ2d 1865 (1997). on rcmami 1 14 F.3d 1161; 

43 USP02d 1 152 (Fed. Cir. 1997) (Order Per Curiam) 5 



-7 



PAGE 3/8' RCVD AT 5/11/2006 7:04:59 PM [Eastern DayOght Time] ' SVR:USPT0{FXRF-1/11 ' DNIS:2738300 ' CSID:1 858 678 5099' DURATION M:02-26 



05/11/2006 18:05 FAX 1 858 678 5099 



FISH AND RICHARDSON 



11004/008 



Appticani : Rol^ri Tln>mas Hurfak AUomcy^ Docket No.: ] 7072-002001 / 0271 

Serial No. : 09/915.494 

Filed : July 25. 2001 

Page : 3 or? 



Status of Claims 

Claims 74-102 arc pending in the present case and arc on appeal. 
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Applicant : Kobon Tliomas Hudak AtloniL-y^s Dockei No.: 17072-002001/0271 

Serial No. : 09/f) 15,494 
I'iled : July 2001 
Piigc : 4 or 7 

Grounds of Rejection to be Reviewed on Appeal 

Whether claims 74-75, 79, 85-92, and 94-102 are properly rcjcclcd as being anticipated 
under 35 U.S.C. 102(e) by Cui ei aL (US 6,576,193). 

Whether claims 70 is properly rejected as unpatentable under 35 U.SX\ 103(a) over Cui 
et al. in view of Nelson el al. (US 5, 11 5,934). 

Whether claims 77-78 arc properly rejected under 35 U.S.C, 103(a) iis being unpatentable 
over Cui ct al. in view of Alley (US 20()2/0()4466 i 4). 

Whether claims 80 and 84 are properly rejected under 35 U.S.C, 103(a) as being 
unpatentable over Cui in view of Mitsumaki et al, (US 4,680,270) and Pannpinclla (US 
2002/0023482). 

Whether claims 81-83 arc properly rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cui et al. in vtcvi^ of Carter et aL (US 4,909,933). 

Whether claim 93 is properly rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cui et al. in view ofEhj-enkranz (US 4,769,215). 
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ApplicuMl : Robert 'numias Hudak AUomcy^s Dt>ckct No.: 17072-002001/0271 

Serial No. : 09^^15.494 
File^t : July 25. 2001 
Page : 5 of 7 

Aratinient 

The Hxamincr*s Answer alk**^cs that iho limitation in the ciaim of "'the valve being 
inoperable after a first actuation'' ciin be simply ignored because ii \$ "a recitation ofintcndcd use 
of the valve''' and tha( Cui discloses the same device and valve as recited in the remaining 
limilalions. Cui does not disclosse or suggest a specimen collection device having a valve that is 
inoperable after a first actuation, as claimed. The limitation at issue is not a mere statement of 
pur}:>ose or use as contended in the rejection. Instead it is a genuine limitation ofthe claim and a 
characterislic of the claimed device, and must be given patentable wciglU. 

Again the Examiner has cited no authority for the proposition that some claim limitations 
can be simply ignored. This proposition is directly contrary to numerous statements of the 
Federal Circuit and U,S. Supreme Court, which clearly establish that every hmitation of a claim 
is material to patentability, A reprcscniativc example of cases includes Waruer-Jenkirison Co., 
Inc. V. Hilfon Oavis Chemical Co,. 520 U.S. 1 7; 41 USPQ2d 1 S65 (1 997), on rmmnd, 1 14 F,3d 
1 1 6 1 ; 43 USP02d 1 1. 52 (Fed. Cir. 1 997) {Order Per Curiam) CRuch element contained in a 
patent claim is deemed material to dcfinii^g the scope of the patented invention...); Permmth 
Corp. V. Durand-Waylancl fnc. 833 F.2d 931; 4 USPQ2d 1737 (Fed. Cir. 19S7) {in banc\<xuL 
denied, 48.5 U.S. 9ftl (1988) ("(l|f. ,,evcn a single function required by a claim or an equivalent 
limclion is not performed by [an accused device 1. ... la| fmding of no infringement must be 
uphcld^*); Cdaxo, fna v, Novopharm, Ltd.. 1 10 F.3d 1 562; 42 USPQSd 1 257 (Fed. Cir. 1 997) ("It 
is elementary patent law Uuu all limitations are niateriai''); TechSearch, LLC v. Intel Corp. 2S6 
F.3d 1360; 62 USP02d 1449 (Fed. Cin 2002) ("[Sjpecific claim limitations cannot be ignored as 
insigjiiflcant or immaterial in determining infringement.*'); Oak Inc. v. U.S. hit 7 

Trade Comm 248 R3d ! 3 1 6; 58 USPQ2d 1 545 (Fed. Cir, 2001 ) ("( TJo consU-ue the claims in 
the manner suggested [by the patentee] would read an express limitation out of the claims. This 
we will not do because [cjourts can neither broaden nor narrow claims to give the patentee 
.something different [from] what he has set forth"). 



' I^xaminer's Answer, p. last line - p. 10, 5. 



PAGE m ' RCVD AT 91 112006 7:04:59 PM pstem Daylight Tune] ' SVR:USPT0{FXRF-1/1 1 ' DNIS:2738300 ' CSID:1 858 878 5099 ' DURATION tinm-ss):02-26 



05/11/2006 16:06 FAX 1 858 678 5089 FISH AND RICHARDSON 12007/008 



Applicant : Koberl I honws lUahk Atiorncy's Docket No.: 17072.002001 / 0271 

«;crblNo. 1 09/015,494 

Filed : July 25. 2001 

Page : 6 of 7 



In view oflhc long line ofFcdcral Circuil tuid U.S. Supreme Coiirl c«sc law cilcd above, 
relief Irorn tlie rejection is respectfully petilioued. and that the claims be piusscd u> allowiince. 
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AppUciiiU : Robrr! Thomcis Hudok 



AUorney's Dcxkei Na: 1 7072-002001 / 027 1 



SeriiilNo. : 09/<) 15.49*1 
Hied : July 25, 2001 
Page : 7 of 7 

Ciosiiiig 

The U.S. Patent & Tradcmarlc Oflfice is authorized to debit deposit account W06-1050 for 
iiny charges rchitcd to extension fees or other fees that may be due with this filing and that arc 
not otliorwisc included liercin. 

Applicants icspccUlilIy submit that the pending claims are in condition for allowance and 
respectfully request that all rejections be reversed. 
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